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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of

Application Serial No. 85/136,164

of Strategic Marks, LLC

Jor the mark BULLOCK’S DEPARTMENT STORE
Filed on September 23, 2010

Published for Opposition on March 15, 2011

_________________ X
MACY’S, INC,, + Opposition No. 91200640
Opposer, :
v. . MOTION TO SUSPEND
STRATEGIC MARKS, LLC, INTER PARTES PROCEEDING
Applicant.

Opposer Macy’s, Inc. (“Opposer”) moves to suspend the above captioned proceeding
pending the disposition of Civil Action No. 11-CV-6198 (the “Civil Action”) filed by Opposer
and co-Plaintiff, Macys.com, Inc. (collectively and individually, “Macy’s™), against Strategic
Marks, LLC (“Applicant”) in the United States District Court for the Northern District of
California on December 9, 2011. In the Civil Action, Macy’s alleges dilution, unfair
competition, false designation of origin and trademark infringement of the following marks
owned by Macy’s: ABRAHAM & STRAUS, A&S, THE BROADWAY, JORDAN MARSH,
BULLOCK’S, ROBINSONS-MAY, FILENE’S, and THE BON MARCHE (collectively,
“Macy’s Heritage Marks™). In the Civil Action, Macy’s seeks, inter alia, a preliminary and

permanent injunction enjoining Applicant from using Macy’s Heritage Marks. A copy of the
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Complaint in the Civil Action is annexed hereto as Exhibit A. Ownership of the trademark

BULLOCK’S, which is the subject of this proceeding,’ will be determined in the Civil Action.

FACTS

Macy’s is the owner of various retail stores under marks other than MACY"S, including

but not limited to the Heritage Marks. Macy’s, Inc. is the owner of, inter alia, the following U.S.

trademark and service mark registrations for the Heritage Marks:

a)

b)

FILENE’S, U.S. Trademark Registration No. 1,960,415, issued March 5, 1996,
for retail department store services.

ROBINSONS-MAY, U.S. Trademark Registration No. 1,793,132, issued
September 14, 1993, for retail department store services.

MAY, U.S. Trademark Registration No. 1,728,405, issued October 27, 1992, for

retail department store services.

Strategic Marks has filed for the following U.S. Applications:

a)

b)

U.S. Trademark Application Serial No. 85/137,185, filed September 24, 2010, for
the Mark ROBINSON’S for, inter alia, retail department store and on-line retail
department store services.

U.S. Trademark Application Serial No. 85/137,191, filed September 24, 2010, for
the Mark THE BROADWAY for, inter alia, retail department store and on-line
retail department store services.

U.S. Trademark Application Serial No. 85/137,181, filed September 24, 2010, for
the Mark MAY COMPANY for, infer alia, retail department store and on-line

retail department store services.

' Applicant has applied for BULLOCK’S with the descriptive words “Department Stores” which have been
disclaimed and have no trademark significance.
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d)

h)

U.S. Trademark Application Serial No. 85/137,194, filed September 24, 2010, for
the Mark ABRAHAM AND STRAUS for, inter alia, retail department store and
on-line retail department store services.

U.S. Trademark Application Serial No. 85/137,183, filed September 24, 2010, for
the Mark JORDAN MARSH for, inter alia, retail department store and on-line
retail department store services.

U.S. Trademark Application Serial No. 85/136,164, filed September 23, 2010, for
the Mark BULLOCK’S DEPARTMENT STORE for, infer alia, retail department
store and on-line retail department store services.

U.S. Trademark Application Serial No. 85/137,196, filed September 24, 2010, for
the Mark FILENE’S for, inter alia, retail department store and on-line retail
department store services.

U.S. Trademark Application Serial No. 85/137,193, filed September 24, 2010, for
the Mark THE BON MARCHE for, inter alia, retail department store and on-line

retail department store services.

In addition to the above captioned proceeding, opposition and/or cancellation

proceedings between Opposer and Applicant are currently pending before the Trademark Trial

and Appeal Board (“TTAB”) with respect to Applicant’s registration of the following marks:

MAY COMPANY (Opposition No. 91200638), JORDAN MARSH (Opposition No. 91200637),

and FILENE’S (Cancellation No. 92053634).

ARGUMENT

Suspension of proceedings before the TTAB is governed by 37 C.F.R. § 2.117(a), which

states:
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Whenever it shall come to the attention of the [TTAB] that a party
or parties to a pending case are engaged in a civil action . . . which
may have a bearing on the case, proceedings before the Board may
be suspended until termination of the civil action . . .

In this case, disposition of the Civil Action will determine the ultimate issue before the
TTAB in this Opposition Proceeding, namely, whether Applicant is entitled to a trademark
registration resulting from the ‘164 Application. In addition, it will settle issues which are not
the subject of the Opposition Proceeding. Where both a proceeding and a civil action are
pending relative to the same trademarks and parties, and the civil action may have a bearing on
the issues surrounding the TTAB proceeding, the Board will typically suspend the TTAB
proceeding pending resolution of the civil action. See, e.g., TTAB Manual of Procedure
(TBMP), §510.02(a); see also, e.g., Genealogical Inst. of Am. v. Trang Thi-Dai Phan, 145 F.
Supp. 2d 68, 70, n.1 (D.D.C. 2001) (noting that TTAB granted motion to suspend opposition
proceeding pending determination of action); National Ass’n of Prof’l Baseball Leagues, Inc. v.
Very Minor Leagues, Inc., 223 F.3d 1143, 1145 (10th Cir. 2000) (noting that TTAB granted
request by Plaintiff to suspend opposition proceedings pending outcome of judicial proceedings);
Cash v. Brooks, 906 F. Supp. 450, 451 (E.D. Tenn. 1995) (noting that TTAB indicated its normal
practice is to suspend its proceedings pending disposition of related civil matters); Opticians
Ass’n of Am. v. Indep. Opticians of Am., 734 F. Supp. 1171, 1181 (D.N.J. 1990) (noting that
power to stay proceedings resides only in Board itself and flows from power of court to schedule
disposition with the goal of promoting fair and efficient adjudication), rev'd on other grounds,
920 F.2d 187 (3d Cir. 1990); Sonora Cosmetics v. L’Oreal S.A., 631 F. Supp. 626 (S.D.N.Y.
1986) (since TTAB determinations of the validity of registrations are merely advisory to the

courts, it is preferable for the TTAB to stay its own proceedings where parallel litigation occurs
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in the district court); The Other Tel. Co. v. Conn. Nat’'l Tel. Co., 181 U.S.P.Q. 125 (T.T.A.B.
1974). Such suspension should be ordered here.

It should be noted that the instant proceeding is still relatively in its infancy, as discovery
is still open and neither party has served any discovery.

Suspension of this proceeding is appropriate because the Board’s determination in the
instant proceeding of Applicant’s right to register the BULLOCK’S DEPARTMENT STORE
mark would not be res judicata or binding on the District Court’s determination in the Civil
Action of Applicant’s right to use that mark. Twuvache, Inc. v. Emilio Pucci Perfumes Int’l, 152
U.S.P.Q. 574, 575 (S.D.N.Y. 1967) (“Patent Office determination of the right to register in
opposition proceeding would not be res judicata or binding on Court in suit challenging the right
to use the [marks]”) (emphasis added). However, the District Court’s determination of the Civil
Action would be binding on the TTAB. See E.& J. Gallo Winery v. F. & P. S.p.A., 899 F.Supp.
465, 468 (E.D.Ca. 1994) (stating that record made in PTO is admissible but not binding on
District Court); see also, Manganaro Foods, Inc. v. Manganaro’s Hero Boy, Inc., 2001 TTAB
LEXIS 671, at *1, *3-4 (T.T.A.B. Sept. 17, 2001) (stating that in absence of any clear ruling
from the court TTAB will suspend proceedings until court has ruled on request); and Tokaido v.
Honda Assoc., 179 U.S.P.Q. 861, 863 (T.T.A.B. 1973) (“[Wlhile a decision by the District Court
would be binding upon the Patent Office, a decision by the Trademark Trial and Appeal Board
would only be advisory in respect to the disposition of the case pending in the District Court
better policy to suspend proceedings herein until the civil suit has been finally concluded™)
(citations omitted); Goya Foods, Inc. v. Tropicana Prod., 846 F.2d 848, 854 (2d Cir. 1988)
(outcome of PTO’s registration decision would not affect the legal standard applied in
infringement claim or scope of required fact-finding; District Court still must determine the

validity and priority of the marks and the likelihood of consumer confusion).
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For the foregoing reasons, Opposer respectfully requests that Opposition No. 91200640
be suspended.
Respectfully submitted,

AMSTER, ROTHSTEIN & EBENSTEIN LLP
Attorneys for Opposer

90 Park Avenue

New York, NY 10016

Tel: (212) 336-8000

Fax: (212) 336-8001

Email: ptodocket@arelaw.com

Dated: February/_é, 2012 By: {ﬂr‘l‘% /V)

New York, NY Holly Pekosky/
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CERTIFICATE OF SERVICE

Holly Pekowsky, the undersigned attorney, hereby certifies that she is one of the
attorneys for Opposer Macy’s Inc. in the captioned action, and that on the date which appears
below she served a copy of the annexed MOTION TO SUSPEND INTER PARTES
PROCEEDING on counsel for Applicant by causing a copy thereof to be delivered by first class
mail addressed to the counsel for Applicant as follows:

Raj Abhyanker, Esq.
RAJ ABHYANKER PC

1580 W El Camino Real, Suite 8
Mountain View, CA 94040

Dated: New York, NY
February /Jg 2012

1) 7

Hoblly P/ekowsky
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b3

AMSTER, ROTHSTEIN & EBENSTEIN LLP
ANTHONY F. LO CICERO, NY SBN1084698
alocicero@arelaw.com

CHESTER ROTHSTEIN, NY SBN2382984
crothstein@arelaw.com

HOLLY PEKOWSKY, NY SBN2776532
hpekowsky@arelaw.com

JESSICA CAPASSO, NY SBN 4766283
jcapasso@arelaw.com

90 Park Avenue

New York, NY 10016

Telephone: (212) 336-8000

Facsimile: (212) 336-8001

(Pro Hac Vice Applications Forthcoming)

HANSON BRIDGETT LLP

GARNER K. WENG, SBN191462
gweng@hansonbridgett.com
CHRISTOPHER S. WALTERS, SBN267262
cwalters@hansonbridgett.com

425 Market Street, 26th Floor

San Francisco, California 94105

)

Facsimile:  (415) 541-9366 RN Y

Attorneys for Plaintiffs MACY'S, INC. and
MACYS.COM, INC.

UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA JSO
SAN FRANCISCO DIVISION

- —
MACY'S, INC. and MACYS.COM, INC., | Case No. 61 9 &
Plaintiffs, COMPLAINT FOR TRADEMARK
INFRINGEMENT, FALSE DESIGNATION
v OF ORIGIN, DILUTION, AND UNFAIR
COMPETITION
STRATEGIC MARKS, LLC,
DEMAND FOR JURY TRIAL
Defendant.

Plaintiffs Macy's, Inc. and Macys.com, Inc. (collectively and individually “Macy’s” or
“Plaintiffs”), by their attorneys, for their complaint against Defendant Strategic Marks, LLC

(“Strategic Marks” or “Defendant”) allege as follows:

1-
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NATURE OF THE ACTION
1. This is an Action for trademark infringement, false designation of origin,

unfair competition, and dilution arising under the Lanham Act, 15 U.S.C. § 1051 et seq.,
and federal and State common law. Defendant has willfully and unlawfully infringed the
Heritage Marks (as defined below) with the clear and unmistakable intent and effect of
causing confusion, mistake, and deception among customers and potential customers.
2, Macy’s is the owner and user of the following world famous marks for retail
store and online retail store services, clothing and related products: ABRAHAM &
STRAUS, A&S, THE BROADWAY, JORDAN MARSH, BULLOCK’S, ROBINSONS-MAY,
FILENE’S, and THE BON MARCHE (collectively and individually, the “Heritage Marks”).
3. The Heritage Marks have been used, infer alia, in the following stylized

formats (collectively and individually, the “Macy’s Famous Stylized Nameplates”):

jordan marsh

COMPLAINT
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BGuthits

AULLOCKS
ROBINSONS - MA

4, This Complaint asserts claims against Defendant arising from Defendant’s
trademark infringement, unfair competition, and dilution of the Heritage Marks and Macy’s
Famous Stylized Nameplates.

5. Macy's asks this Court to enjoin the infringement, dilution, and unfair
competition caused by Defendant’'s wrongful activities and to compensate Macy’s for the
damages which Defendant has caused and the unjust enrichment it has received.

THE PARTIES

6. Plaintiff Macy’s, Inc. is a corporation organized and existing under the laws
of the State of Delaware with a principal place of business at 7 West Seventh Street,
Cincinnati, OH 45202 and operates several Macy's department stores within this Judicial
District.

7. Plaintiff Macys.com, Inc. is a corporation organized and existing under the
laws of the State of New York with a principal place of business at 685 Market Street, 8!
Floor, San Francisco, CA 94105 and operates the online department store

www.macys.com.
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8. Upon information and belief, Defendant Strategic Marks is a limited liability
company organized and existing under the laws of the State of California, with a place of
business at 25 Ridgeview, Irvine, CA 92603.

JURISDICTION AND VENUE

9. This is an action for trademark infringement, false designation of origin,
trademark dilution, and unfair competition arising under the Trademark Act of 1946, 15
U.S.C. § 1051 et. seq.; trademark infringement, false designation of origin, and unfair
competition arising under the common law of the State of California; and statutory dilution
and unfair competition under the laws of the State of California. This Court has
jurisdiction over the subject matter of this action under the Trademark Act of 1946, 15
U.S.C. § 1121 and the Judicial Code, 28 U.S.C. §§ 1331 and 1338. This Court has
supplemental jurisdiction over the state law claims pursuant to 28 U.S.C. § 1367, which
arise out of the same nucleus of operative fact as the substantial Federal law claims to
which they are joined.

10.  Defendant Strategic Marks is subject to this Court's personal jurisdiction
pursuant to Local Rule 3-5 and Rule 4 of the Federal Rules of Civil Procedure because it
does business in this Judicial District, including offering infringing products that contain
the Heritage Marks within this State and in this District, and expressly aiming the acts
alleged in this Complaint at this District.

11, Venue is proper in this judicial district under 28 U.S.C. § 1391, among other
things because the injury caused by the acts alleged in this Complaint was felt in this
District.

INTRADISTRICT ASSIGNMENT

12.  Intradistrict Assignment of this intellectual property action (trademark) is
proper on a district-wide basis pursuant to Local Rule 3-2(c) and General Order No. 44.
FACTUAL BACKGROUND

13. Macy's, by itself and through related entities and predecessor entities, is a

leading operator of retail department stores in the United States. Macy’s operates, inter

4.
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alia, numerous MACY'’S retail department stores throughout the country, including in this
State. Macy’s also operates an online retail store at www.macys.com.

14.  Macy’s is the owner of various retail stores under marks other than
MACY'’S, including but not limited to the Heritage Marks, which are described as follows:

a) JORDAN MARSH, a prominent New England department store -

initially located in Boston was founded by Benjamin L. Marsh and Eben Jordan in
approximately 1851.

b) BULLOCK'S, a prominent west coast department store initially
located in Los Angeles was founded by John G. Bullock in 1807.

c) ROBINSONS-MAY stores from the west coast trace their history

back to the opening of the J.W. Robinson Company in 1881. The Los Angeles-based
store catered to an upscale clientele and quickly branched out to mulﬁple locations.

d) FILENE'S, a prominent New England department store initially
located in Boston was established in 1852 by William Filene.

e) ABRAHAM & STRAUS, also known as A&S, was founded in

Brooklyn in 1893 and quickly grew from a small dry goods shop to a prominent
department store.

f) THE BROADWAY, a southwest store, was initially established in Los

Angeles in 1896 and transformed into one of the most successful department store
chains in Southern California. |

a) THE BON MARCHE was fnitially established in Seattle in 1890 and

expanded throughout the Northwest becoming a staple in malls and shopping centers.
15.  The Heritage Marks, by reason of the high quality retail and other services
provided under them and the quality of design and workmanship of the wearing apparel
and other goods sold, have come to be known to the purchasing public as representing
products and services of the highest quality, which are provided under the best
merchandising and customer service conditions. As a result thereof, the Heritage Marks

and the goodwill associated therewith are well-known to the public and of inestimable

-5-
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value to Macy'’s.

16.  Plaintiff Macy’s, Inc. is the owner of, infer alia, the following U.S. trademark
and service mark registrations for the Heritage Marks (collectively and individually,
“Macy’s Registrations”); -

a) FILENE'S, U.S. Trademark Registration No. 1,960,415, issued
March 5, 1996, for retail department store services.
b) ROBINSONS-MAY, U.S. Trademark Registration No. 1,793,132,
issued September 14, 1993, for retail department store services.
) MAY, U.S. Trademark Registration No. 1,728,405, issued October
27, 1992, for retail department store services.
True and correct copies of Macy's Registrations are attached hereto as Exhibit A.

17.  The Heritage Marks, by virtue of their wide renown, have developed a
secondary meaning and significance in the minds of the trade and the purchasing public,
such that the retail department store services, online retail store services, and related
goods and services offered thereunder are immediately identified with Plaintiffs by the
purchasing public.

18.  Macy’s has not abandoned its Heritage Marks.

19.  Macy’s is using its Heritage Marks in United States commerce, including but |
not limited to within its Macys.com website.

20. Macy’s has taken active, affirmative, and successful steps to retain and
foster the goodwill of the Heritage Marks.

21.  The relevant consuming public recognizes that the Heritage Marks are
trademarks and service marks indicating a single source of origin. |

22.  With the transition of the Heritage Marks stores, the goodwill in the Heritage
Marks transferred to Macy's.

23. Based on the fame of, and existing goodwill in the Heritage Marks for retail
department store services, online retail store services, and related goods and services,

Defendant seeks to usurp that goodwill and dilute those marks.

B-
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24.  Long after Plaintiffs’ édoption and use of the Heritage Marks for retail
department store services, online retail store services, and related goods and services,
Defendant applied to federally register marks identical to the Heritage Marks for identical
services (the “Infringing Marks”).

25. Defendant has applied for the followfng U.S. registrations for the infringing
Marks:

a) U.S. Trademark Application Serial No. 85137185, filed September
24, 2010, for the Infringing Mark ROBINSON'S for, inter alia, retail department store and
on-line retail department store services.

b) U.S. Trademark Application Serial No. 85137191, filed September
24, 2010, for the Infringing Mark THE BROADWAY for, infer alia, retail department store
and on-line retail department store services.

c) U.S. Trademark Application Serial No. 85137181, filed September
24, 2010, for the Infringing Mark MAY COMPANY for, inter alia, retail department store
and on-line retail department store services.

d) U.S. Trademark Application Serial No. 85137194, filed September
24, 2010, for the Infringing Mark ABRAHAM AND STRAUS for, inter alia, retail
department store and on-line retail department store services.

e) U.8. Trademark Application Serial No. 85137183, filed September
24, 2010, for the Infringing Mark JORDAN MARSH for, infer alia, retail department store
and on-line retail department store services.

f) U.S. Trademark Application Serial No. 85136164, filed September
23, 2010, for the Infringing Mark BULLOCK'S DEPARTMENT STORE for, inter alia, retail
department store and on-line retail department store services.

g) U.S. Trademark Application Serial No. 85137196, filed September
24, 2010, for the Infringing Mark FILENE'S for, inter alia, retail department store and on-

line retail department store services.
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h) U.S. Trademark Application Serial No. 856137193, filed September
24, 2010, for the Infringing Mark THE BON MARCHE for, inter alia, retail department
store and on-line retail department store services.

26.  Defendant offers for sale and sells products bearing the Infringing Marks on
its website, www.retrodepartmentstores.com, using typestyles which are intentionally
identical to those used by Macy'’s for its corresponding Heritage Marks. Attached to this
Complaint as Exhibit B is a true and correct copy of the home page of Defendant's
www.retrodepartmentstores.com website showing use of the Infringing Marks in the
infringing typestyles.

27.  Defendant’s typestyles include but are not limited to the following:

MAY COMPANY

ROBINSONS

FILENE'S
TheBONMARCHT
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